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earned patent term adjustment. See 37 CFR 1.704(b). 
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Application Papers 
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DETAILED ACTION 
Response to Amendment 

This office action is in response to amendment filed on 6/27/2006. Of the original 
claims 1-21, claims 9, 10, and 12-16 have been amended and claims 22-28 have been 
added. 

Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. Claims 1-18 and 22-28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Palenius et al. (US 202/0019231) in view of Aalto (US 6,041,235). 
A. Regarding claims 1, 12, 15, 14, 18, 22, and 26-28, Palenius et al. discloses a 
method and device for improved handover procedures in mobile communications 
systems (title). In the scope of the invention, an access network comprises several 
base stations (plurality of communication means) and a control node (RNC or network 
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element) (page 5, paragraph 45). In a first step of the method in a handover process, 
the access network commands the terminal to perform measurements for a selected 
measurement set of cells (page 6, paragraphs 50, 55). The command sent to the 
terminal may include parameter settings for a compressed mode (page 6, paragraph 
51). However, Palenius et al. does not explicitly disclose that the selected 
measurement set of cells sent in the command from the access network to the terminal 
is ordered based upon information based upon a plurality of parameters associated with 
the base stations. 

Aalto discloses a handover method and arrangement for a communication 
system (title). In the scope of the invention, a base station monitors (measures) uplink 
signal level and quality received from each mobile station served by the base station 
and transmits the measurement results to a base station controller (BSC) or mobile 
switching center (MSC) (provides information associated with the communications 
means to the network element) (column 4, lines 42-48). The BSC then determines 
candidate cells for handover in accordance with these measurements and places the 
candidate cells in an order with certain priority levels by using criteria such as the load 
in the cells, or interference levels (parameters associated with the plurality of 
communication means). The main principle in the use of the priority levels is that the 
cells with higher priority are preferred to those with lower priority (column 5, lines 1-26). 
Therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the invention of Palenius et al., to allow the control node 
to receive measurements from the base stations and prioritize the selected 
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measurement set of cells sent in the command to the terminal based upon these 
measurements, as taught by Aalto, in order to instruct the terminal to make compressed 
mode measurements on a defined number of cells with the best quality received by the 
terminal. 

B. Regarding claims 2 and 6, Palenius et al. discloses that measurement results are 
evaluated in a decision whether an intersystem handover between two different access 
networks (radio access technologies) or a handover between different cells (different 
communication means) within one of the access networks is to be performed (page 5, 
paragraph 46). 

C. Regarding claim 3, Palenius et al. discloses that the second access network uses 
a different frequency band (page 5, paragraph 46). 

D. Regarding claims 4-5 and 7-8, although Palenius et al. discloses a WCDMA 
system for access network one and a GSM system for access network two as an 
example, it is inherent that the second access network can be a CDMA network since it 
operates on a different frequency (page 5, paragraphs 45-46). 

E. Regarding claims 9-10, Palenius et al. discloses that cell measurement results by 
the terminal may include chip energy per total received channel power density or 
received signal code power (signal strength). 

F. Regarding claim 1 1 , Palenius et al. discloses the selection of suitable cells for 
measurement may include the identity of the cell (page 7, paragraph 62). 

G. Regarding claim 13, Aalto teaches a prioritizing (giving a weighting value) for 
each cell in a candidate list (column 5, lines 5-7). 
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H. Regarding claims 16-17, Palenius et al. discloses a core network (radio resource 
management/server) that controls the control node (page 5, paragraph 45). 

I. Regarding claim 23, Aalto teaches that the cells are prioritized by load or 
interference levels (parameters associated with cells) (column 5, lines 5-24). 

J. Regarding claims 24-25, the limitations are rejected as applied to claims 1-3. 
4. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ohlsson 
et al. (US 2002/0068571) in view of Lindquist et al. (US 2004/0235478). 

Ohlsson et al. discloses a dynamic offset threshold determination unit, which 
establishes a dynamic offset threshold for starting soft handover. The dynamic offset 
threshold is based on the probability that the mobile station will engage in the handover 
that is based on handover history of other mobile stations previously and similarly 
traveling and of the same signal strength (abstract). However, Ohlsson et al. does not 
explicitly disclose that statistics are collected on the handovers from a cell to a plurality 
of other cells and that these statistics are weighted. Lindquist et al. discloses a method 
of ranking neighbor cells as candidates for a handover (title). In the scope of the 
invention, for a first cell, handover statistics on how frequent each member in a set of 
neighbor cells are involved in handovers is registered and ranked (weighted) based on 
this data collected (figure 3A and page 4, paragraphs 47, 48). Therefore it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
modify the dynamic offset threshold determination unit, to take into account handover 
statistics on each cell in a neighbor list and rank them, as taught by Lindquist et al., in 
order to increase the probability that the most suitable cells are in an Active Set 
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supporting communication between a network and mobile station when the capacity for 
performing downlink radio transmission measurements is limited. 

Allowable Subject Matter 

5. Claims 20 and 21 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Response to Arguments 

6. Applicant's arguments with respect to claims 1-28 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nam Huynh whose telephone number is 571-272-5970. 
The examiner can normally be reached on 8 a.m.-5 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, George Eng can be reached on 571-272-7495. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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